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DETAILED ACTION 

This office action is responsive to communication filed on 07/10A2003. 

Claim Rejections • 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 112; 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 2, and 6 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 2, recites the phrase "actions selected form the group" in line 2. This 
phrase is confusing as there is no antecedent basis for this limitation in the claim. 

Claim 6, recites the phrase "actions selected form the group" in line 2. This 
phrase is confusing as there is no antecedent basis for this limitation in the claim. 

The above noticed problems are just exemplary. Applicant is required to totally 
check the application for error and correct the same. 



Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. Claims 1-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Lessa et al (hereinafter Lesa) U.S. Publication No. 2002/0040387 A1 in view of Klug 
U.S. Patent No. 7.085,745 B2. 

Regarding claim 1 : Lessa discloses the invention substantially as claimed. 
Lessa teaches a method for providing electronic mail (e-mail) services (fig. 1), said 
method comprising: 

receiving from an original sender a request for tracing notifications, for ian e-mail 
message (see abstract; also see par. 0022]; 

in response to said request, creating at least one tag for said e-mail message, 
indicating that said original sender is to receive said tracing notifications [par.0003; par. 
0006]; 

receiving said tracing notifications [par.0003; par. 0006]; and 
providing limits for said tracing notifications [par. 0022; note that the limits for the 
tracing notification are expressed in terms of. . .among other things, the date, and time 
the email message was opened,,.]] however, Lessa does not disclose in details the step 
"wherein said tracing notifications operate when said e-mail message is forwarded to at 
least one non-original recipient". 

In the same field of endeavor, Klug discloses " the certified mail features of the 
franl<ing systems described herein may include a tracing function. That is, when a 
franked e-mail/communication 105 is certified for delivery, its path through the network 
120 from the sending e-mail/communication server 210 to the receiving 
mail/communication server 225 may be logged. . . .a first class or higher category e- 
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mail/communication 105 may be forwarded to a plurality of additional recipients and/or 
to the first recipient if the first attempt failed and bounced. Such forwards may occur, 
for example, without payment of additional franks by a forwarding recipient or sender. 
Alternately, such forwards may occur to N additional recipients, wherein N may be 
defined by the original sender, the recipient or otherwise..." [see Klug; column 28; lines 
58-67; column 30, lines 33-47]. 

Accordingly, it would have been obvious to one of ordinary skill in the networking 
art at the time the invention was made to have incorporated Klug's teachings of using 
tracing notifications operate when said e-mail message is forwarded to at least one 
non-original recipient with the teachings of Lessa, for the purpose of improving the 
ability of a network "...to provide a system and/or process enabling a sender of an e- 
mail/communication (or another form of electronic communications) to categorize, 
prioritize, or otherwise handle such a e-mail/communication ..." as stated by Klug in 
lines 16-20 of column 4. By this rationale, claim 1 is rejected. 

Regarding claim 2: the combination Lessa-Klug discloses the method of claim 1 , 
wherein said providing limits further comprises one or more limiting actions selected 
from the group consisting of: 

limiting the time during which said tracing notifications operate [see Lessa; par. 
0022; note that knowing the date and time to open and access an email message 
implies the function of controlling the timing of viewing such email notification], 
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limiting the number of retransmissions for which said tracing notifications operate 
[par 0022], 

limiting said tracing notifications operation, based on a domain policy [see Lessa; 
par. 0022], 

limiting the content of said tracing notifications [see Lessa; par. 0022], and 
discontinuing said tracing notifications, in response to a signal from said original 

sender [see Lessa; par. 0022; note that the address gateway is used to send a 

message back to the original sender]. 

Regarding claim 3: the combination Lessa-Klug discloses the method of claim 1 , 
further comprising: providing to a user a representation of said e-mail message, 
together with information as to who has been provided with the content of said e-mail 
message [see Lessa; par. 0005]. 

Regarding claim 4: the combination Lessa-Klug discloses the method of claim 3, 
further comprising: storing and updating said information [par. 0016, and 0027]. 

Regarding claim 5: the combination Lessa-Klug discloses the method of claim 1 , 
further comprising: transmitting said tracing notifications to said original sender [see 
Lessa; par. 0022]., from said at least one non-original recipient [see Klug; column 30, 
lines 33-47]. 
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Regarding claim 6: the combination Lessa-Klug discloses the method of claim 5, 
wherein said transmitting tracing notifications further comprises transmitting one or 
more tracing notifications selected from the group consisting of: 

notifications reporting that said message has been sent somewhere in some 
manner [see Lessa; par. 0003], 

notifications reporting that the content of said message was provided to said at 
least one non-original recipient [see Klug; column 30, lines 30-47], and 

notifications reporting deletion of said message [see Klug; column 9, lines 39-52], 

Regarding claim 7: the combination Lessa-Klug discloses a method for providing e- 
mail services (see Lessa; fig. 1), said method comprising: 

in response to a request from an original sender, transmitting tracing notifications 
to said original sender [see Lessa; par. 0003, and 0006]; and 

providing limits for said tracing notifications [see Lessa; par. 0022]; 

wherein said tracing notifications operate when an e-mail message is forwarded 
to at least one non-original recipient [see Klug; column 28, lines 58-67; column 30, lines 
30-47], 

Regarding claim 8: the combination Lessa-Klug discloses the method of claim 7, 
wherein said providing limits further comprises: limiting the time during which said 
tracing notifications operate [see Lessa; par. 0022]. 
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Regarding claim 9: the combination Lessa-Klug discloses the method of claim 7, 
wherein said providing limits further comprises: limiting the number of retransmissions 
for which said tracing notifications operate [see Lessa; par. 0022]. 

Regarding claim 10: the combination Lessa-Klug discloses the method of claim 1, 
wherein said providing limits further comprises: responsive to a signal from said original 
sender, discontinuing said tracing notifications [see Lessa; par. 0022]. 

Regarding claim 11: the combination Lessa-Klug discloses the method of claim 7, 
wherein said providing limits further comprises: limiting said transmitting, based on a 
domain policy [see Lessa; par. 0010]. 

Regarding claim 12: the combination Lessa-Klug discloses the method of claim 7, 
wherein said transmitting tracing notifications further comprises: signaling that the 
content of said e-mail message has been provided to said at least one non-original 
recipient [see Klug; column 28, lines 58-67; column 30, lines 30-47]. 

Regarding claim 13: the combination Lessa-Klug discloses the method of claim 7, 
wherein said transmitting tracing notifications further comprises: signaling that said e- 
mail message has been forwarded to said at least one non-original recipient [see Klug; 
column 28, lines 58-67; column 30, lines 30-47]. 
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Regarding claim 14: the combination Lessa-Klug discloses the method of claim 7, 
further comprising: providing to a user a representation of said e-mail message, 
together with information as to who has been provided with the content of said e-mail 
message [see Lessa; par. 0005]. 

Regarding claim 15: the combination Lessa-Klug discloses the method of claim 14, 
further comprising: storing and updating said information [see Lessa; par. 0016, and 
0027]. 

Regarding claim 16: the combination Lessa-Klug discloses a system for providing e- 
mail services (see Lessa; fig. 1), said system comprising: 

means for receiving from an original sender a request for tracing notifications, for 
an e-mail message (see Lessa; see abstract; also see par. 0022]; 

means responsive to said request, for creating at least one tag for said e-mail 
message, indicating that said original sender is to receive said tracing notifications [see 
Lessa; par. 0003; par. 0006]; 

means responsive to said tag, for transmitting said tracing notifications to said 
original sender [see Lessa; par.0003; par. 0006]; and 

means for providing limits for said tracing notifications [see Lessa; par.0003; par. 

0006]; 

wherein said tracing notifications operate when said e-mail message is forwarded 
to at least one non-original recipient [see Klug; column 28, lines 58-67; column 30, lines 



Application/Control Number: 10/617,527 
Art Unit: 2143 

30-47]. 
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Regarding claim 17: the combination Lessa-Klug discloses the system of claim 16, 
wherein said means for providing limits further comprises: means for limiting the time 
during which said tracing notifications operate [see Lessa; par. 0022]. 

Regarding claim 18: the combination Lessa-Klug discloses the system of claim 16, 
wherein said means for providing limits further comprises: means for limiting the number 
of retransmissions for which said tracing notifications operate [see Lessa; par. 0022]. 

Regarding claim 19: the combination Lessa-Klug discloses the system of claim 16, 
wherein said means for providing limits further comprises: means responsive to a signal 
from said original sender, for discontinuing said tracing notifications [see Lessa; par. 
0022]. 

Regarding claim 20: the combination Lessa-Klug discloses the system of claim 16, 
wherein said means for providing lirnits further comprises: means for limiting said 
transmitting, based on a domain policy [see Lessa; par. 0010]. 



Regarding claim 21 : the combination Lessa-Klug discloses the system of claim 16, 
wherein said means for transmitting tracing notifications further comprises: means for 
signaling that the content of said e-mail message has been provided to at least one 
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non-original recipient [see Klug; column 28, lines 58-67; column 30, lines 30-47]. 

Regarding claim 22: the combination Lessa-Klug discloses the system of claim 16, 
wherein said means for transmitting tracing notifications further comprises: means for 
signaling that said e-mail message has been forwarded to said at least one non-original 
recipient [see Klug; column 28, lines 58-67; column 30, lines 30-47]. 

Regarding claim 23: the combination Lessa-Klug discloses the system of claim 16, 
further comprising: means for providing to a user a representation of said e-mail 
message, together with information as to who has been provided with the content of 
said e-mail message [see Lessa; par. 0005]. 

Regarding claim 24: the combination Lessa-Klug discloses the system of claim 23, 
further comprising: means for storing and updating said information [see Lessa; par. 
0016, and 0027]. 

Regarding claim 25: the combination Lessa-Klug discloses a computer-usable 
medium having computer-executable instructions for providing e-mail services (see 
Lessa; fig. 1 ), said computer-usable medium comprising: 

means for receiving from an original sender a request for tracing notifications, for 
an e-mail message (see Lessa; see abstract; also see par. 0022]; 
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means responsive to said request, for creating at least one tag for said e-mail 
message, indicating that said original sender is to receive said tracing notifications [see 
Lessa; parOOOS; par. 0006]; 

means responsive to said tag, for transmitting said tracing notifications to said 
original sender[see Lessa; par.OOOS; par. 0006]; and 

means for providing limits for said tracing notifications [see Lessa; par.OOOS; par. 

0006]; 

wherein said tracing notifications operate when said e-mail message is forwarded 
to at least one non-original recipient [see Klug; column 28, lines 58-67; column 30, lines 
30-47]. 

Regarding claim 26: the combination Lessa-Klug discloses the computer-usable 
medium of claim 25, wherein said means for providing limits further comprises: means 
for limiting the time during which said tracing notifications operate [see Lessa; par. 
0022]. 

Regarding claim 27: the combination Lessa-Klug discloses the computer-usable 
medium of claim 25, wherein said means for providing limits further comprises: means 
for limiting the number of retransmissions for which said tracing notifications operate 
[see Lessa; par. 0022]. 



Regarding claim 28: the combination Lessa-Klug discloses the computer-usable 
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medium of claim 25, wherein said means for providing limits further comprises: means 
responsive to a signal from said original sender, for discontinuing said tracing 
notifications [see Lessa; par. 0022]. 

Regarding claim 29: the combination Lessa-Klug discloses the computer-usable 
medium of claim 25, wherein said means for providing limits further comprises: means 
for limiting said transmitting, based on a domain policy [see Lessa; par. 0010]. 

Regarding claim 30: the combination Lessa-Klug discloses the computer-usable 
medium of claim 25, wherein said means for transmitting tracing notifications further 
comprises: means for signaling that the content of said e-mail message has been 
provided to at least one non-original recipient [see Klug; column 28, lines 58-67; column 
30, lines 30-47]. 

Regarding claim 31: the combination Lessa-Klug discloses the computer-usable 
medium of claim 25, wherein said means for transmitting tracing notifications further 
comprises: means for signaling that said e-mail message has been forwarded to said at 
least one non-original recipient [see Klug; column 28, lines 58-67; column 30, lines 30- 
47]. 



Regarding claim 32: the combination Lessa-Klug discloses the computer-usable 
medium of claim 25, further comprising: means for providing to a user a representation 
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of said e-mail message, together with information as to who has been provided with the 
content of said e-mail message [see Lessa; par. 0005]. 

Regarding claim 33: the combination Lessa-Klug discloses the computer-usable 
medium of claim 32, further comprising: means for storing and updating said information 
[see Lessa; par. 0016, and 0027]. 
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Conclusion 

5. THIS ACTION IS MADE NON-FINAL. The Examiner strongly anticipates a Final 
Rejection Office Action on the next response if amendments are not properly made to 
the claims to perhaps place them in condition for allowance. 

Any inquiry concerning this communication or earlier communications from 
examiner should be directed to Jude Jean-Gilles whose telephone number is (571) 272- 
3914. The examiner can normally be reached on Monday-Thursday and every other 
Friday from 8:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wiley, can be reached on (571) 272-3923. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (571) 272- 
9000. 

Jude Jean-Gilles 
Patent Examiner 
Art Unit 2143 
JJG 

January 2, 2006 




